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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 21, 2005 has been entered. 

Election/Restrictions 

Claims 5, 14-16, 18, 19, 21-23, 25, 26, 29-44, 50, 54, and 58-62 are 
withdrawn from further consideration pursuant to 37 CFR 1.142(b), as being 
drawn to a nonelected inventions or species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in 
paper filed in December 2004. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993)., In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985)., In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982)*, In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970)',and, In re Thorington, 418 F.2d 528, 163 USPQ 844 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may 

be used to overcome an actual or provisional rejection based on a nonstatutory 

double patenting ground provided the conflicting application or patent is shown to 

be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may 

sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 

fully comply with 37 CFR 3.73(b). 
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Claims 1 , 2, 27, 28, 45, and 63 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable 
overclaims 1, 2, 16, and 17 of copending Application No. 10/884,015. The 
present claims are read on by the copending claims such that the present claims 
are considered to be clearly obvious in view thereof. In other words, the present 
claims could be said to be "anticipated" or rendered clearly "obvious" by the 
subject matter set forth in the copending claims, and therefore, a double 
patenting rejection is deemed appropriate. 

This is a provisional obviousness-type double patenting rejection. 

Claim Rejections • 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4, 6-13, 17, 20, 24, 27, 28, 45-49, 51-53, 55-56, and 63 are rejected 

under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 

point out and distinctly claim the subject matter which applicant regards as the 

invention. 

In claim 1 , on line 5, in claim 45, on line 4 and claim 63, on line 4, the new 
limitation "extending inward thereof is considered to be grammatically awkward is not 
understood by the Examiner because it is not clear what element the "extending inward 
thereof is associated. The Examiner suggests changing "extending inward thereof to - 
--extending inwardly from the ring— in order to overcome this rejection. 
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With regard to claim 1, line 7, the use of the term "inflow" is confusing because it 
appears that the restraining structure, as disclosed, is to keep the valve leaflets within 
the outflow side of the valve, not on the inflow side of the valve. The claims dependent 
upon claim 1 are also rejected because they contain the same indefinite language by 
incorporation. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

i" 

Claims 1-3, 6-12, 27, 45-49, 53, and 63 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Gabbay (WO 01/89418). Gabbay anticipates the claim 
language where the buttress (20) extends over at least a portion of the interior of 
the ring; see Figures 1, 4, 11, and 12 as well as page 5, line 14 et seq. At least a part 
of the restraining structure of Gabbay is within the plate defined by the ring. 
Furthermore, "generally" is a broad term and does not require the entire structure to be 
within the plane of the ring. 

Claims 1-4, 9-13, 17, 20, 24, 27, 28, 45, 46, 51, 52, 57, and 63 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Bessler (WO 01/47438) where the 
restraining member as claimed is met by the template (206) of Bessler that reads on the 
claimed device', see Figures 9A and 9B as well as page 14. 
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Regarding claims 3, 6, 7, 8, 47, 48, and 49, the terms "elastic" and "non-elastic" 
are considered to be terms of relative degree such that the member of Bessler is 
considered to be elastic or flexible in certain stress regimes and rigid or inelastic is 
lower stress regimes. 

Regarding claim 20, "substantially" is construed as being broad such that 
the arms of template (206) reads thereon. 

With regard to claim 63, the term "permanent" is considered to be a term of 
intended use that does not preclude the template of Bessler in a structural sense. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 55 and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bessler et al (WO 01/47438) or Gabbay (WO 01/89418) in view of 
Solem et al (US 6,210,432). Bessler or Gabbay meets the claim language but discloses 
that the device can be made of plastic or metal without specifying what types of metals 
or that titanium metals can be used. However, Solem teaches that it was known to 
make similar annuloplasty rings out of Nitinol, see column 3, lines 37-47. Nitinol is a 
type of nickel-titanium alloy. Therefore, it is the Examiner's position that it would have 
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been prima facie obvious to make the components of Bessler out of Nitinol for the same 
reasons that Solem does the same and because Nitinol is known to be a biocompatible 
and sufficiently strong material for heart valve repair as implicitly taught by Bessler. 

Response to Arguments 
Applicant's arguments filed April 14, 2005 have been fully considered but they 
are not persuasive. 

In response to the argument that Gabbay does not have restraining structures 
within the plane of the ring, the Examiner asserts that the language is fully met by 
Gabbay because the claims do not require the restraining structure be entirely within the 
plane of the ring. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In response to the argument that Bessler's template is not an implantable device, 
the Examiner asserts that the claims are read on by Bessler due to the fact that all the 
structural limitations of the claims are met. A recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. 

Conclusion 

Applicant should specifically point out the support for any amendments made to 
the disclosure, including the claims (MPEP 714.02 and 2163.06). Due to the procedure 
outlined in MPEP 2163.06 for interpreting claims, it is noted that other art may be 



Application/Control Number: 10/613,761 



Page 7 



Art Unit: 3738 

applicable under 35 USC 102 of 35 USC 103(a) once the aforementioned issue(s) is/are 
addressed. 

Applicant is respectfully requested to provide a list of all copending applications that 
set forth similar subject matter to the present claims. A copy of such copending 
claims is respectfully requested in response to this Office action if the application is 
not stored in image format (i.e. the IFW system) or published. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Paul B. Prebilic whose telephone number is 
(571) 272-4758. He can normally be reached on 6:30-5:00 M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, McDermott Corrine can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Paul Prebilic 
Primary Examiner 
Art Unit 3738 



